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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to the Amendment filed December 12, 2003. 
The following rejections have been withdrawn in light of Applicant's Amendments: 

• Claims 1-3, 7,8, 10, 13, 15 & 25-26 rejected under 35 U.S.C. 102(e) as 
being anticipated by Jones et al., U.S. Pub. No. 2003/0134182. 

• Claims 11,12, 16 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baer et al., U.S. Patent 5,603,656, in view of Levy, 
U.S. Patent 4,191,806. 

• Claims 21-22 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Baer et al., U.S. Patent 5,603,656 in view of Markin et al, U.S. 
Patent 4,476,200. 

However, upon further consideration, the allowable subject matter indicated in 
the previous office action has been withdrawn, and new grounds of rejection are made 
as follows: 

• Claims 1-27 are rejected under 35 U.S.C. 1 12, first paragraph 

• Claim 5 is objected to 

• Claims 1-3, 6-20, & 23-27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Jones et al, U.S. Patent 6,660,425 

• Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones et al., U.S. Patent 6,660,425, as applied to claim 1 above. 
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• Claims 21-22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Jones et al., U.S. Patent 6,660,425 as applied to 
claim 1 above, and further in view of Lewin et al., U.S. Patent 
5,916,704. 

Claim Rejections - 35 USC § 1 12 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process 
of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and use the same and 
shall set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-27 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a diffusion layer, does not reasonably provide 
enablement for a dispersive layer. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
the invention commensurate in scope with these claims. Specifically, claim 1 requires 
a dispersive layer, which is not described in the specification. 

Claim Objections 

Claim 5 is objected to because of the following informalities: the claim 
erroneously depends on claim 4, which has been cancelled. Appropriate correction is 
required. 
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Claim Interpretation 

The specification has support for a "diffusion layer", but not a "dispersive 
layer". Therefore, the "dispersive layer" of claim 1, will be interpreted as a "diffusion 
layer". 

Claim Rejections - 35 USC § 1 02 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States and was published under 
Article 21(2) of such treaty in the English language. 

Claims 1-3, 6-20, & 23-27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Jones et al., U.S. Patent 6,660,425. 

Jones et al. teach a catalyst to recombine oxygen and hydrogen gas emitted 
from the battery and thereby, improve the performance and life of the electrochemical 
cell (abstract). With respect to claims 1 & 27, Jones et al. teach a membrane vent 
assembly comprising: a battery casing (62); a gas selective permeable membrane 
(col. 4, lines 41-60), that is a porous substrate adjacent the perforation (68) in the 
battery case (Fig. 8 & col. 9, lines 1-10); a catalyst layer 26 (col. 4, lines 15-20); a 
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diffusion layer (dispersive layer) (28); wherein the membrane assembly combines 
oxygen gas and hydrogen gas to make water (col. 5, lines 20-25). In re claims 2 & 3, 
the membrane passes hydrogen to the catalyst (col 5, lines 45-49). With respect to 
claim 5, the catalyst surface comprises platinum and palladium (col. 4, lines 15-20). 
With respect to claims 7- 14 # 23 & 24, the claims are product-by-process claims, that 
require making the membrane by coating and plugging the pores of a substrate. Even 
though product - by process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product - by 
- process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 227 USPQ. In the instant case, even though the membrane was made by 
different processes, claims 7-14, 23 & 24 are unpatentable because it appears that the 
final product made by Jones is the same as the subject invention, unless Applicant's 
can show that the process materially changes the final product. With respect to 
claims 15 & 16, the membrane (30) has a gas permeable coating of 
polytetrafluorethylene (col. 8, lines 25-30 & Figures 6-7). With respect to claims 17 & 
18, the membrane further comprises an electrolyte in contact with the selective 
permeable film (col. 6, lines 43-51). With respect to claim 20, the membrane comprises 
gas diffusion mat or membrane filter (58) placed on the membrane (col. 8, lines 25-31). 
With respect to claims 25 & 26, the membrane assembly further comprises a pressure 
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relief valve (12). See column 3, lines 54-56. The instant claims are anticipated by the 
prior art set forth. The limitation in claims 2 & 3, with respect to the membrane passing 
hydrogen gas preferentially over other gasses of water, carbon dioxide and oxygen, is 
considered to be an inherent property of the membrane as set forth in the prior art, 
because Jones employees a membrane that allows hydrogen and oxygen to permeate 
the membrane (col. 5, lines 15-20). The membrane will inherently preferentially pass 
hydrogen over other gases, because the atomic size of hydrogen is much smaller than 
the remaining gasses. The limitation in claims 1 7 & 18,. with respect to the membrane 
further comprising an electrolyte in contact with the selective permeable film, is 
considered to be an inherent property of the membrane as set forth in the prior art, 
because Jones teaches that the catalytic assembly (10), which includes the membrane, 
may be contained, or "dropped in", the battery cell (col. 6, lines 43-51). This 
embodiment will inherently provide contact between outer membrane (30) and the 
liquid electrolyte of the VRLA The limitation in claim 19, with respect to the membrane 
further comprising a hydrogen selective coating over a non-selective gas coating, is 
considered to be an inherent structure of the membrane assembly as set forth in the 
prior art, because catalyst coating contains palladium and platinum, which are 
hydrogen selective precious metal catalyst. With respect to the non-selective coating, 
the pore size of the membrane may be adjusted so that only gas or vapor can pass 
through the membrane (col. 4, lines 55-60), thus providing a non-selective membrane 
with respect to gas, but selective with respect to liquid. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jones et 
al., U.S. Patent 6,660,425, as applied to claim 1 above. 

Jones teaches a catalytic membrane vent as described hereinabove, including 
a catalyst capable of combining oxygen and hydrogen gases emitted from the battery. 

The reference is silent to a catalytic surface on both sides of the membrane for 
acting as a gas recombination mechanism. 

However, it would have been obvious to one having ordinary skill in the art at 
the time the instant invention as made to employ an additional catalyst layer on the 
opposite side of the membrane, in order to further aid in combining oxygen and 
hydrogen gasses emitted from the battery thereby, improving the life and performance 
of the battery. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones et al., U.S. Patent 6,660,425 as applied to claim 1 above, and further in view of 
Lewin et al., U.S. Patent 5,916,704. 

Jones teaches a catalytic membrane vent as described hereinabove. 

The reference is silent to the membrane comprising a heat seal around the 
perforation in the battery case. 

Lewin teaches that it is conventional to provide membrane vent assemblies with 
heat seals around the perforation in the battery case (col 2, lines 19-25), in order to 
prevent ingress of moisture and dirt into the battery (col. 3, lines 40-45). 

Therefore, the invention as a whole would have been obvious to one having 
ordinary skill in the art at the time the instant invention was made, because even 
though Jones does not teach a membrane comprising a heat seal around the 
perforation in the battery case, Lewin teaches that such as structure prevents ingress 
of moisture and dirt into the battery. 
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Response to Arguments 

Applicant's arguments with respect to the rejections of the instant claims have 
been fully considered and are persuasive. The Applicant incorporated the allowable 
subject matter of claim 4, into the base claim to overcome the rejections of record. 
However, upon further consideration, allowability of the claims are withdrawn in view 
of the rejections cited above. 

Conclusions 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Monique Wills whose telephone number is 
(571) 272-1309. The Examiner can normally be reached on Monday-Friday from 
8:30am to 5:00 pm. 

If attempts to reach Examiner by telephone are unsuccessful the Examiner's 
supervisor, Randy Gulakowski, may be reached at 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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